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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after allowance or after an Office action under Ex 
Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been 
timely paid, prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on 8/18/2004 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to newly added claims 25-33 filed on 8/18/2004 have 
been fully considered but they are not persuasive. 

In re pages 7-8, Applicant argues that, in Nakamura, the depression of the switch 
comprises a single depression. On the other hand, the instant invention, as defined by the newly 
submitted claims, requires two different operations (e.g., types of actuation/depressions) for 
sequentially setting the photography mode and the reproduction mode, and such feature is 
submitted to be neither disclosed or suggested by Nakamura or the other art of the record. 

In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., two different 
operations (e.g., types of actuation/depressions) for sequentially setting the photography mode 
and the reproduction mode) are not recited in the rejected claim(s). Although the claims are 
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interpreted in light of the specification, limitations from the specification are not read into the 
claims. Seeln re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In this case, regarding newly added claim 25, the Applicant recites the limitation "a 
printing operation start mechanism that activates said printing processor, said printing operation 
start mechanism being operated in accordance with one of a first operation and a second 
operation which is different from said first operation, so that said photography mode is set, and 
said reproduction mode is then automatically set." It is noted that, the Applicant recites the 
alternative limitation "one of ' in the limitation " one of a first operation and a second 
operation". Therefore, the prior art can only read on "a first operation". In this case, Nakamura 
discloses an operation (a first operation) of the first push-button switch 1 3 can take the image 
(photography mode) and print the image (reproduction mode is then automatically set, figure 1, 
column 3, lines 23-55). 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 25-34 are rejected under 35 U.S.C. 102(b) as being anticipated by Nakamura (US 
4,942,477). 

Regarding claim 25, Nakamura discloses a printer (printer 12, figure 1) connectable to a 
still video camera (optical device 1, figure 1, column 3, lines 5-10), said printer comprising an 
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image data receiving processor that receives said image data from said still video camera 
(inherently included in printer device 12, figure 1, column 3, lines 35-41); a printer processor 
that prints the image (column 3, lines 40-45); a printing operation start mechanism (first push 
button switch 13 and copy switch 17, figure 1, column 3, lines 24-56) that activates the printing 
processor, said printing operation start mechanism being operated in accordance with one of a 
first operation and a second operation which is different from said first operation, so that said 
photography mode is set, and said reproduction mode is then automatically set." It is noted that, 
the Applicant recites the alternative limitation "one of in the limitation "one of a first operation 
and a second operation". Therefore, the prior art can only read on "a first operation". In this 
case, Nakamura discloses an operation (a first operation) of the first push-button switch 13 can 
take the image (photography mode) and print the image (reproduction mode is then 
automatically set, figure 1, column 3, lines 23-55). 

Regarding claim 26, Nakamura discloses wherein said printing operation start mechanism 
comprises a print start switch depressible to activate a printing operation of said printing 
processor (first push-button switch 13, figure 1, column 3, lines 23-55). 

Regarding claim 27, Nakamura discloses wherein an image corresponding to image data 
obtained by said photography mode is printed by the printer (column 3, lines 45-50). 

Regarding claim 28, Nakamura discloses wherein said first operation comprises a 
continuous operation over a predetermined period of one of said printing operation start 
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mechanism (the first push-button switch 1 3 determines a timing at which a picture image is to be 
taken out, figure 1, column 3, lines 24-56). 

Regarding claim 29, Nakamura discloses wherein said second operation comprises plural 
depressions of said printing operation start mechanism (push-button 13 and copy switch 17, 
figure 1, column 3, lines 24-56). 

Regarding claim 30, Nakamura discloses a camera-printer system, comprising a still 
video camera that performs (camera 1, figure 1), in a photography mode, a photographing 
operation of an image, said still video camera being provided with a first switch (second push- 
button switch 28, figure 1, column 3, lines 24-28); a printer (printer device 12, figure 1, column 
3, lines 35-55); a second switch (first push-button switch 13, figure 1, column 3, lines 45-55); an 
image data transmission processor (controller 10 and cable 11, figure 1, column 3, lines 35-42, 
column 4, lines 13-15); one of said first switch and said second switch being operated in 
accordance with one of a first operation and a second operation which is different from said first 
operation, so that said photography is set, and said reproduction mode is then automatically set, 
whereby said printer carries out a printing operation. It is noted that, the Applicant recites the 
alternative limitation "one of in the limitation "one of said first switch and said second switch", 
and the alternative limitation "one of in the limitation "one of a first operation and a second 
operation". Therefore, the prior art can only read on "a second switch" and "a first operation". 
In this case, Nakamura discloses an operation (a first operation) of the first push-button switch 
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13 (a second switch) can take the image (photography mode) and print the image (reproduction 
mode is then automatically set, figure 1, column 3, lines 23-55). 

Regarding claim 3 1 , Nakamura discloses a release switch depressible to activate said 
photographing operation (second push-button switch 28, figure 1, column 3, lines 24-28). 

Regarding claim 32, Nakamura discloses a print start switch depressible to activate said 
printing operation (first push-button switch 13, figure 1, column 3, lines 24-28). 

Regarding claim 33, Nakamura discloses wherein said first operation comprises a 
continuous operation over a predetermined period of one of said first and second switches (the 
first push-button switch 13 determines a timing at which a picture image is to be taken out, figure 
1, column 3, lines 24-56). 

Regarding claim 34, Nakamura discloses wherein said second operation comprises a 
plural depressions of one of said first switch and said second switch (first push-button switch 13, 
figure 1, column 3, lines 24-56). 

Allowable Subject Matter 

5. Claims 20-24 are allowed. 

The following is a statement of reasons for the indication of allowable subject matter: 
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Regarding claim 20, the prior art of the record fails to show or fairly suggest a still video 
camera connectable to a printer, comprising an image data transmitting processor that transmits, 
in a reproduction mode, said image data to said printer, said image data generating mechanism 
being operated in accordance with one of a first operation and a second operation which is 
different from said first operation, so that said photography mode is set, and said reproduction 
mode is then automatically set, whereby said printer carries out a printing operation. 

Claims 21-24 are allowable for the reason given respect to claim 20. 



Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LUONG T NGUYEN whose telephone number is (703) 308- 
9297. The examiner can normally be reached on 7:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wendy Garber can be reached on (703) 305-4929. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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